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DETAILED ACTION 

This is a first office action in response to application no. 10/001,585 filed on 
10/31/2001 in which claims 1-37 are presented for examination. Claims 1-37 are 
subject to a restriction requirement; during a telephone conversation with Phil Lyren 
(Reg. No. 40709) on 11/26/2004, claims 12-24 were elected for examination without 
traverse. Consequently, claims 12-24 are currently pending in the instant application; 
and claims 1-11, and 25-37 are withdrawn from consideration. 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-11, drawn to the generation and transmitting of a bookmark, 
classified in class 348, subclass 207.11. 

II. Claims 12-24, drawn to receiving a bookmark and annotating a captured 
image with the bookmark, classified in class 348, subclass 231 .3. 

III. Claims 25-37, drawn to the identification and ordering of images by 
bookmark, classified in class 348, subclass 231 .2. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I, II, and III are related as subcombinations disclosed as usable 
together in a single combination. The subcombinations are distinct from each other if 
they are shown to be separately usable. In the instant case, invention I has separate 
utility such as the generation and transmitting of a bookmark; invention II has separate 
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utility such as receiving a bookmark and annotating a captured image; and invention III 
has separate utility such as the identification and ordering of images by bookmark. See 
MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Phil Lyren on 1 1/26/2004 a provisional 
election was made without traverse to prosecute the invention of the elected group II, 
claims 12-24. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1-11, and 25-37 are withdrawn from further consideration by the 
examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

Claims 12-13, 18-19, and 22 are rejected under 35 U.S.C 102(b) as being anticipated by 
Allen et aL (U.S. Pat. No. 5,768,633). 

Regarding claim 12, Allen et aL teaches a system which receives event bookmarks 
comprising: an image capture device (Fig. 1, element 20); a transceiver (Fig. 1, element 26) 
residing in the image capture device and configured to receive an event bookmark broadcasted 
(Fig. 5, element 59d) by an event bookmark broadcaster (Fig. 1, element 12); and a processing 
device configured to associate the received event bookmark with at least one captured image 
captured by the image capture device (Fig. 2, element 40; col. 3, lines 43-46). 

Regarding claim 13, Allen et al. teaches the processing device further comprising a 
processor configured to execute logic such that the received event bookmark is associated with 
the at least one captured image (Fig. 2, element 40; col. 3, lines 43-46). 

Regarding claim 18, Allen et al. teaches an infrared sensor coupled to the transceiver and 
configured to detect infrared signals having the event bookmark (Fig. 2, element 36). 

Regarding claim 19, Allen et al teaches detecting an event bookmark broadcasted from 
an event bookmark broadcaster (Fig. 2, element 36; col. 4, lines 13-15); capturing an image of 
interest with an image capture device (Fig. 1, element 20); and associating the captured image of 
interest with the detected event bookmark (Fig. 2, element 40; col. 3, lines 43-46). 

Regarding claim 22, Allen et al. teaches communicating the captured image of interest 
and the associated event bookmark to an image data manager (Fig. 6, element 74; col. 4, lines 
16-23). 
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Claims 23, and 24 are rejected under 35 U.S.C. 102(e) as being anticipated by Nakamura 
(U.S. Pat No. 6,337,951). 

Regarding claim 23, Nakamura teaches a computer readable medium having a program 
for associating an event bookmark with a captured image (Fig. 1, element 21; col. 1, lines 59- 
65), the program comprising logic configured to perform the steps of: receiving an event 
bookmark (col. 4, lines 16-20); receiving a captured image of interest from an image capture 
device (col. 4, lines 1-26); associating the captured image of interest with the received event 
bookmark (col. 4, lines 1-26); and storing the captured image of interest and the associated event 
bookmark in a memory (col. 4, lines 1-26, where the memory comprises: memory 30, the 
filmstrip, and the magnetic recording layer of the filmstrip). 

Regarding claim 24, Nakamura teaches the logic further configured to perform the steps 
of: storing in the memory a most recently received event bookmark (col. 4, lines 16-20); and 
retrieving the most recently received event bookmark from the memory in response to the step of 
receiving the captured image, such that the most recently received event bookmark is associated 
with the received captured image of interest (col 4, lines 20-26). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 14, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allen et al. (U.S. Pat. No. 5,768,633) in view of Nakamura (U.S. Pat. No. 6,337,951). 

Regarding claim 14, Allen et al. teaches a memory residing in the image capture device, 
the memory configured to store the received event bookmark such that the event bookmark is 
associated with at least one captured image (Fig. 2, element 66; col. 1, lines 8-10). Furthermore, 
Allen et al teaches the camera captures an image and stores both the image data and transmitted 
data simultaneously (col. 1, lines 6-10). Allen et al. does not teach an event bookmark may be 
associated with an image captured subsequently after the transmitted data has been stored. 

However, Nakamura teaches that transmitted data may be stored before an image is 
subsequently captured, and then the transmitted data may be associated with the captured image 
(col. 4, lines 14-26). One of ordinary skill in the art would have stored transmitted data before 
capturing an image for the purpose of allowing a photographer to check scene data without 
having to take a picture (col. 4, lines 27-39). As a result, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have stored transmitted data before 
capturing an image for the purpose of allowing a photographer to check scene data without 
having to take a picture. 

Regarding claim 20, Allen et al. teaches storing the event bookmark in a memory such 
that the event bookmark is associated with at least one captured image of interest (Fig. 2, element 
66; col. 1, lines 8-10). Furthermore, Allen et al. teaches the camera captures an image and stores 
both the image data and transmitted data simultaneously (col. 1, lines 6-10). Allen et al. does not 
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teach an event bookmark may be associated with an image captured subsequently after the 
transmitted data has been stored. 

However, Nakamura teaches that transmitted data may be stored before an image is 
subsequently captured, and then the transmitted data may be associated with the captured image 
(col 4, lines 14-26). One of ordinary skill in the art would have stored transmitted data before 
capturing an image for the purpose of allowing a photographer to check scene data without 
having to take a picture (col. 4, lines 27-39). As a result, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have stored transmitted data before 
capturing an image for the purpose of allowing a photographer to check scene data without 
having to take a picture. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen et al. 
(U.S. Pat. No. 5,768,633), in view of Nakamura (U.S. Pat. No. 6,337,951), and 
further in view of Bando et al. (U.S. Pat. No. 6,636,158). 

Regarding claim 15, Allen et al. teaches appending information to a captured image (col. 
3, lines 21-36), where the camera is capable of capturing and storing images and the transmitted 
data simultaneously (col. 1, lines 6-10). Allen et al. does not teach a clock residing in the image 
capture device, the clock configured to generate a time stamp such that the time stamp is 
associated with the at least one subsequently captured image and the event bookmark. 

However, Bando et al. does teach a clock residing in the image capture device (Fig. 6, 
element 55; col. 5, lines 23-24), the clock configured to generate a time stamp such that the time 
stamp is associated with the at least one subsequently captured image and the event bookmark 
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(col. 18, lines 32-42). One of ordinary skill in the art would have provided a clock residing in 
the image capture device configured to generate a time stamp such that the time stamp is 
associated with the at least one subsequently captured image for the purpose of indicating a time 
of day at which the image in question was captured (col. 18, lines 40-42). As a result, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to have provided 
a clock residing in the image capture device configured to generate a time stamp such that the 
time stamp is associated with the at least one subsequently captured image for the purpose of 
indicating a time of day at which the image in question was captured. 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen et al. 
(U.S. Pat. No. 5,768,633) in view of Squilla et al. (U.S. Pat. No. 6,396,537). 

Regarding claim 16, Allen et al. teaches that communication with the camera is 
performed via an infrared wireless transceiver configured to detect infrared signals having the 
event bookmark (col 2, line 61-col. 3, line 3; Fig. 2, element 26). Allen et al. does not teach that 
communication with the camera may comprise an antennae coupled to the transceiver configured 
to detect radio frequency (RF) signals. 

However, Squilla et al. teaches that communication with the camera may be 
accomplished with different types of transceivers, including an IR transceiver (col. 4, lines 14- 
20); or alternatively, may comprise an antennae (Fig. 1, element 20) coupled to a transceiver 
(Fig. 1, element 30) configured to detect radio frequency (RF) signals (col. 4, lines 14-22). One 
of ordinary skill in the art would have provided an antennae coupled to a transceiver configured 
to detect radio frequency (RF) signals because Squilla et al. teaches that an IR transceiver may 



Application/Control Number: 1 0/001 ,585 Page 9 

Art Unit: 261 5 

be replaced with an RF transceiver for providing communications with a camera (col. 4, lines 14- 
22) and because RF communications do not require line of sight between transmitter and 
receiver. As a result, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to have provided an antennae coupled to a transceiver configured to detect radio 
frequency (RF) signals because Squilla et al. teaches that an IR receiver may be replaced with an 
RF transceiver for providing communications with a camera and because RF communications do 
not require line of sight between transmitter and receiver. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen et al. 
(U.S. Pat No. 5,768,633) in view of Mauro et al. (U.S. Pat No. 5,634,144). 

Regarding claim 17, Allen et al. teaches that communication with the camera is 
performed via an infrared wireless transceiver configured to detect infrared signals having the 
event bookmark (col. 2, line 61-col. 3, line 3; Fig. 2, element 26). Allen et al. does not teach that 
communication with the camera may comprise an optical sensor coupled to the transceiver and 
configured to detect optical signals. 

However, Mauro et al. teaches communication with the camera may comprise an optical 
sensor coupled to a transceiver and configured to detect optical signals (Fig. 2, elements 52 and 
1 10; col. 4, line 57-col. 5, line 2). One of ordinary skill in the art would have provided an optical 
sensor coupled to the transceiver and configured to detect optical signals for the purpose of 
enabling communication with the camera using elements of a light beam auto-focus system 
already provided in the camera (col. 4, lines 57-60). As a result, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have provided an optical sensor 
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coupled to a transceiver and configured to detect optical signals for the purpose of enabling 
communication with the camera using elements of a light beam auto-focus system already 
provided in the camera. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen et al. 
(U.S. Pat. No. 5,768,633), in view of Bando et al. (U.S. Pat. No. 6,636,158). 

Regarding claim 21 , Allen et al. teaches appending information to a captured image (col. 
3, lines 21-36), where the camera is capable of capturing and storing images and the transmitted 
data simultaneously (col 1, lines 6-10). Allen et al. does not teach generating a time stamp; and 
associating the time stamp with the captured image of interest and the event bookmark. 

However, Bando et al. does teach generating a time stamp (Fig. 6, element 55; col. 5, 
lines 23-24; col. 18, lines 32-42); and associating the time stamp with the captured image of 
interest and the event bookmark (col. 18, lines 32-42). One of ordinary skill in the art would 
have generated a time stamp and associated the time stamp with the captured image of interest 
and the event bookmark for the purpose of indicating a time of day at which the image in 
question was captured (col. 18, lines 40-42). As a result, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have generated a time stamp and associated 
the time stamp with the captured image of interest and the event bookmark for the purpose of 
indicating a time of day at which the image in question was captured. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Jelinek whose telephone number is (703) 305- 
4724. The examiner can normally be reached on M-F 8:00 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Christensen can be reached on (703) 308-9644. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Brian Jelinek 
11/26/2004 
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